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REMARKS 

This is intended as a full and complete response to the Office Action dated 
October 29, 2004, having a shortened statutory period for response set to expire on 
January 29. 2005, the shortened statutory period extended one month up to and 
including February 29, 2005 by the Request for One-Month Extension of Time included 
herewith. Please reconsider the claims pending in the application for reasons 
discussed below. 

Claims 6-50 remain pending in the application and are shown above. Claims 25- 
31 are allowed. Claims 6-12, 14-24, 32-34, 37-38, 42-47, and 49-50 are rejected, and 
claims 13, 35-36, 39-41, and 48 are objected to by the Examiner. Claims 1-5 have 
been previously canceled by Applicant, and Applicant is currently canceling claims 12- 
13, 39-41, 44-45, and 48. Applicant is adding new claims 51-62. Reconsideration of 
the rejected claims is requested for reasons presented below. 

Claims 6-11, 14-16, 18-23, 42-46, 49, and 50 stand rejected under 35 USC § 
102(b) as anticipated by Knucfson (U.S. Patent Number 3,945,444). Regarding claim 6 
and its dependent claims 7-1 1 and regarding claims 49-50, the Examiner states that in 
column 2, lines 37-45, Knudson teaches casing drilling using a split bit, including an 
outer tubular means (designated by number 16) which can comprise standard well 
casings. The Examiner then states that at Figure 1, Knudson teaches a drill assembly 
(designated by number 48) which is selectively connected at the lower end of the drill 
string. The Examiner further states that Knudson discloses in column 2, lines 40-45 and 
column 7, lines 7 plus that the drill assembly can be withdrawn by standard wireline 
operation, leaving the outer tubular means or casing in the wellbore for well completion. 

Applicant respectfully traverses the rejection under Knudson to amended claim 6 
and its dependent claims 7-1 1 and respectfully traverses the rejection under Knudson to 
amended claims 49-50. Claim 6 includes the elements of a drilling assembly 
operatively connected to the drill string and having an earth removal member and a 
one-way cement valve disposed within the casing portion. Claims 49 and 50 include the 
elements of a drilling assembly selectively connected to the drill string and having an 
earth removal member and a one-way cement valve located within the casing portion. 
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Knudson teaches drilling with drill bit means attached to casing and withdrawing only an 
inner portion of the drill bit means. Knudson does not disclose a one-way cement valve 
disposed within the casing portion, as recited in amended claims 6-11 and in amended 
claims 49-50. Therefore, Applicant respectfully submits that claims 6-1 1 and 49-50 are 
allowable over Knudson and respectfully requests removal of the rejection to claims 6- 
1 1 and 49-50 under Knudson. 

Regarding claims 14-16 and 18-23. the Examiner states that Knudson teaches, 
in addition to casing drilling, a method of placing physically alterable bonding material in 
the annulus, establishing hydrostatic pressure in the wellbore, and allowing the bonding 
material to alter under hydrostatic pressure in column 2, lines 37-45. The Examiner 
further states that in Knudson, the casing remains in the wellbore for the well completion 
operation. The Examiner also states that it is known to pump cement slurry downhole 
through the tubular out to the annulus between the casing and the wellbore and to cure 
the cement under hydrostatic pressure conditions because hydrostatic pressure 
generated by the fluid column is a natural phenomenon. Regarding claim 42 and its 
dependent claims 43-46, the Examiner states that stabilizing the drill string and 
centralizing the casing portion fail to render patentable distinction of the claims over 
Knudson because these are common drilling operational practices known to one of 
ordinary skill in the art. 

Applicant respectfully traverses the rejection under Knudson to claim 14 and its 
dependent claims 15 and 18-23 and also traverses the rejection under Knudson to claim 
42 and its dependent claims 43 and 46. Claim 14 includes the elements "placing a 
physically alterable bonding material in an annulus formed between the casing portion 
and the wellbore; establishing a hydrostatic pressure condition in the wellbore by 
substantially displacing the physically alterable bonding material from an interior of the 
tubular; and allowing the bonding material to physically alter under the hydrostatic 
pressure condition." Amended claim 42 includes the elements "placing a physically 
alterable bonding material in an annulus between the diameter of the wellbore and the 
casing portion; and allowing the physically alterable bonding materia] to physically alter 
under an established hydrostatic pressure condition, the hydrostatic pressure condition 
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established by substantiaJly displacing the physically alterable bonding material from an 
interior of the casing portion." 

Knudson does not teach, show, or suggest these elements of claims 14 and 42, 
and in fact does not even mention a physically alterable bonding material in any context. 
Because Knudson fails to expressly or impliedly teach or suggest every aspect of the 
claimed invention as claimed in claims 14-16, 18-23, 42-43, and 46, and because the 
teachings of Knudson must be modified to meet the claims, Applicant respectfully 
requests removal of the rejection to these claims under 35 USC § 102(b) due to 
Knudson. 

In order to fully respond to the Examiner's argument, namely the Examiner's 
argument that it is known to pump cement slurry downhole and curs the cement under 
hydrostatic pressure conditions because hydrostatic pressure generated by the fluid 
column is a natural phenomenon, Applicant respectfully submits that establishing a 
hydrostatic pressure condition in the wellbore by substantially displacing the physically 
alterable bonding material from an interior of the tubular is not a natural phenomenon, 
but instead requires some means for displacing the bonding material from the interior of 
the tubular. Therefore, because there is no suggestion or motivation in Knudson to 
place a physically alterable bonding material in the annulus and to establish a 
hydrostatic pressure condition in the wellbore and allow the bonding material to 
physically alter, and because establishing the hydrostatic pressure condition within the 
wellbore by substantiaJly displacing the physically alterable bonding material from an 
interior of the tubular is not a natural phenomenon, Applicant respectfully requests 
removal of the rejection to these claims. 

Claims 6-11, 42-43, 46, and 49-60 stand rejected under 35 USC § 102(b) as 
anticipated by Brown (U.S. Patent Number 3,552,507). The Examiner specifically refers 
to Figure 1B of Brown to reject these claims. Regarding claims 6-11 and 49-50, the 
Examiner states that Figure 1B shows casing (designated by letter C) and a retrievable 
bit assembly (designated by letter A). Regarding claims 42-43 and 46, the Examiner 
states that Figure 1B shows casing C and stabilizer means (designated by letter S). 

Applicant respectfully traverses the rejection under Brown to amended claim 6 
and its dependent claims 7-1 1 and further traverses the rejection under Brown to claims 
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49-50. Claims 6-11 and 49-50 recite a one-way valve. Brown does not disclose a one- 
way valve disposed within the casing portion, as recited in amended claims 6-11 and 
49-50. Therefore, because Brown fails to teach each and every element of claims 6-1 1 
and 49-50, Applicant respectfully requests removal of the § 102 rejection under Brown 
to these claims. 

Applicant respectfully traverses the rejection under Brown to claim 42 and its 
dependent claims 43 and 46. Brown fails to teach, show, or suggest the elements of 
amended claim 42 of "placing a physically alterable bonding material in an annulus 
between the diameter of the wellbore and the casing portion; and allowing the physically 
alterable bonding material to physically alter under an established hydrostatic pressure 
condition, the hydrostatic pressure condition established by substantially displacing the 
physically alterable bonding material from an interior of the casing portion." In fact, 
Brown does not even mention or suggest a physically alterable bonding material in any 
context. Because Brown fails to teach each and every element of claims 42-43 and 46, 
Applicant respectfully requests removal of the § 102 rejection under Brown to these 
claims. 

Claims 12, 14-24, 32-34, 37-38, and 42-47 stand rejected under 35 USC § 
103(a) as unpatentable over Brown in view of Jones et al. (U.S. Patent Number 
5,323,858). Regarding claims 12 and 47, the Examiner states that Brown teaches all 
elements of the claim, including casing drilling using a drilling assembly selectively 
connected at the lower end of a casing, except for the one-way valve element of the 
claim. The Examiner uses Jones et al. to teach a method of casing cementing using a 
pump-down one-way valve. Specifically, the Examiner states that Jones et al. discloses 
forcing a bottom plug (designated by number 20) down through the casing (designated 
by number 16) using a cement slurry (designated by number 24) and pushing the 
bottom plug 20 down by the top plug (designated by number 22). The Examiner 
concludes that it would have been obvious to one of ordinary skill in the art to have 
modified the casing drilling of Brown by pumping a one-way valve similar to that of 
Jones et al. after the removal of the drilling assembly so that a cement slurry can be 
pumped into the annulus for securing the casing downhole. 
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Applicant has canceled claim 12 and included elements of claim 12 within 
amended claim 6. As the rejection might be applied to amended claim 6, Applicant 
respectfully traverses the rejection under Brown in view of Jones et al. Furthermore, 
Applicant respectfully traverses the rejection to claim 47 under Brown in view of Jones 
etal. 

With respect to amended claim 6 and claim 47, Applicant respectfully submits 
that Brown or Jones et ai, alone or in combination with one another, fails to teach, 
show, or suggest including the earth removal member and the valve with the casing 
portion. Jones et al. discloses inserting the bottom plug 20 into the casing string 16 
after the casing string 16 has reached its desired depth for installation within the 
previously-drilled well. See Jones et al. at col. 3 Ins. 20-22 and 46-50. Jones et al. 
does mention using a drilling underreamer, but only to remove an obstruction in the 
previously-drilled borehole, see Jones et ai at col. 3 Ins. 35-39, and this action is 
described as taking place while the casing string 16 is being lowered into the borehole 
with the casing string 16 having a generally an open lower end due to the bottom plug 
20 not existing yet within the casing string 16, see Jones et al. at col. 3 Ins. 29-32, so 
that the underreaming equipment may be introduced into the casing string 16 
unobstructed by the bottom plug 20. Brown merely discloses drilling with the bit 
assembly A in the casing C and does not disclose including a valve within the casing C 
while the bit assembly A exists within the casing C. Therefore, Applicant respectfully 
submits that no teaching, suggestion, or motivation for including the earth removal 
member and the valve with the casing Is provided in either of the two references alone 
or in the references combined with one another. 

Moreover, Applicant respectfully submits that combining the earth removal 
member of Brown with the valve of Jones et al. is not obvious because Jones et al. 
teaches away from the combination. Jones etal. states that the bottom cementing plug 
20 is press-fit into the inner wall of the casing 16. See Jones etal. at col. 1 Ins. 66-68, 
col. 2 ins. 57-59, and col. 3 Ins. 46-48. When the bit assembly A of Brown is present 
within the casing C, the plug 20 of Jones etal. cannot be press fit within the casing C of 
Brown, as the bit assembly A provides a restricted inner diameter within the casing C 
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and thus an obstruction to the press fit. For all of the above reasons, Applicant 
respectfully requests removal of the rejection to and allowance of claims 6 and 47. 

Regarding claim 14 and its dependent claims 15-24, the Examiner states that the 
recited physically alterable bonding material fails to distinguish from the cement slurry of 
Jones et ai because the cement slurry is known to be curable from a liquid to a solid 
state to bond between the casing and the wellbore under hydrostatic pressure. 

Applicant respectfully traverses the rejection to claim 14 and its dependent 
claims 15-24 and also respectfully traverses the rejection to claims 42-43 and 46. 
Brown discloses forming a wellbore W using a bit assembly A disposed within casing C. 
Brown does not mention a physically alterable bonding material in any context. 

Moreover, Applicant submits that there is no mention, motivation, or suggestion, 
express or implied, of drilling the well with a drill bit attached to the casing 16 in Jones et 
at. In fact, Applicant respectfully submits that Jones et ai teaches away from drilling the 
well with a drill bit attached to the casing 16 at column 3, lines 29-45. In this passage, 
Jones et ai refers to placing an underreamer beneath the casing 16 through the open 
lower end of the casing 16 if needed to remove any obstruction in the borehole. Jones 
et ai teaches away from drilling the well with a drill bit attached to the casing 16 
because this passage specifically contemplates that a well has already been drilled 
beneath the casing, even in the event that an underreamer is utilized to remove the 
obstruction. 

Because Jones et ai. teaches away from the combination of the two concepts of 
drilling the wellbore using the drill string having a casing portion and of establishing a 
hydrostatic pressure condition in the wellbore by substantially displacing the physically 
alterable bonding material from an interior of the tubular, Applicant believes that a prima 
facie case of obviousness has not been presented based on Jones et ai and Brown. 
Accordingly, Applicant respectfully requests removal of the rejection to and allowance of 
claim 14 and Its dependent claims 15-24 as well as claim 42 and its dependent claims 
43 and 46. 

Applicant further submits that claims 15-16 are allowable for the additional 
reason that Knudson, Brown, or Jones etai, alone or in combination, does not disclose 
flowing the physically alterable bonding material through any type of earth removal 
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member, as recited in claims 15-16. Because none of the references utilized by the 
Examiner teach, show, or suggest this element of claims 15-16, Applicant respectfully 
requests removal of the rejection to and allowance of claims 1 5 and 1 6. 

Regarding claim 32 and its dependent claims 33-34 and 37-38, the Examiner 
does not provide any basis for rejection of the claims under Brown, Jones et ai, or a 
combination of the two references. Specifically, the Examiner does not set forth any 
portion of Brown or Jones etal. which teaches the element "selectively causing a drilling 
trajectory to change during the drilling" recited in claims 32-34 and 37-38. 

Applicant therefore respectfully traverses the rejection to claims 32-34 and 37-38 
under Brown, Jones et ah, or a combination of these references, as neither of these 
references, aione or in combination with one another, teaches, shows, or suggests 
"selectively causing the drilling trajectory to change during drilling," as recited in claims 
32-34 and 37-38. Because Brown and Jones et ai, alone or in combination with one 
another, fail to teach, show, or suggest an element of the claims, Applicant respectfully 
requests removal of the rejection to claims 32-34 and 37-38 under Brown in view of 
Jones et ai and further respectfully requests allowance of these claims. 

Claims 49 and 50, as amended, are dependent from claim 47. Therefore, 
Applicant respectfully submits that claims 49 and 50 are allowable over Brown or Jones 
etal., alone or in combination, for at least the same reasons that claim 47 is allowable 
over these references, as discussed above regarding the 35 USC § 103(a) rejection of 
claim 47. 

New claims 58-61 depend from claim 6. Thus, Applicant respectfully submits 
that claims 58-61 are allowable over Knudson, Brown, and/or Jones et al. for at least 
the same reasons that claim 6 is ailowable over these references. Applicant therefore 
respectfully requests allowance of new claims 58-61. 

New claim 62 depends from claim 14. Therefore, Applicant respectfully submits 
that claim 62 is allowable over Knudson, Brown, and/or Jones for at least the same 
reasons that claim 14 is allowable over these references. Applicant therefore 
respectfully requests allowance of new claim 62. 

Claims 13, 35, 36, 39-41 and 48 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
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of the limitations of the base claim and any intervening claims. Applicant has rewritten 
claims 13, 35, 36, 39-41 and 48 in substantially the same form as new claims 51-57, 
respectively. Applicant therefore respectfully requests allowance of new claims 51-57. 

In conclusion, the references cited by the Examiner, alone or in combination, do 
not teach, show, or suggest the invention as claimed. Having addressed all issues' set 
out in the Office Action, Applicant respectfully submits that the claims are in condition 
for allowance and respectfully requests allowance of the claims. 

Respectfully submitted, 



4££ 

Kvla^D. 



Kyla^D. Cummings ^> 
Registration No. 50,682 
Moser, Patterson & Sheridan, LLP 
3040 Post Oak Blvd. Suite 1500 
Houston, TX 77056 
Telephone: (713) 623-4844 
Facsimile: (713) 623-4846 
Attorney for Applicant 
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